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DETAILED ACTION 
Claim Rejections - 3S USC §103 

The text of those sections of Titie 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1. Claims 1-3 and 5-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 6,679,91 1 to Burgermeister in view of US Patent No. 5,695,516 to 
Fischell et al. 

See Figures 7A and 7B of Burgermeister. The stent has a plurality of flexible 
rings (310), and the proximal and distal rings have apertures defined by second peaks 
(332) attached to first peaks (334). Burgermeister explicitiy states that the apertures 
enlarge when the stent expands (column 7, lines 48-52). The stent is metallic (column 

2, line 9). Any part of the stent may have a variable thickness (column 4, lines 16-2 1 
and column 9, line 15 through column 10). The stent may include a drug (column 4, 
lines 20-22. 

Burgermeister fails to state that the stent of Figures 7A and 7B has a greater 
expanded length than unexpanded length, but does state that it does not forshorten 
during expansion (column 3, lines 22-34). Burgermeister does teach that a stent 
structure can be modified so that the stent lengthens upon expansion (column 3, lines 
50-54). Fischell teaches that stent can be configured to lengthen upon expansion to 
ensure complete coverage of a stenosis (column 1). 

As discussed above, the apertures defined by second peaks (332) attached to 
first peaks (334) enlarge when the stent expands (column 7, lines 48-52). Combining 
the lengthening apertures with a stent structure that does not shorten upon 
expansion would result in a lengthening stent. The embodiment in Figure 3A 
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maintains a substantially constant length in expanded and compressed configurations 
(column 6, lines 13-24). This stent has a similar basic structure to the stent 
disclosed in the instant application, having undulating rings with links connecting 
distal peaks of adjacent rings. Even though the peaks are slightiy out of phase in 
Figure 3A, Burgermeister explains that the peaks align upon expansion (column 3, 
lines 55-60). It would have been obvious to one of ordinaiy skill in the art at the time 
the invention was made to combine the lengthening apertures and non-forshortening 
stent structure of Burgermeister in order to obtain a stent that lengthens upon 
expansion, as Fischell teaches that this helps to ensure that a stenosis is completely 
covered. 

Regarding claims 9 and 10: the limitations ^'formed from a tube" and "formed 
from a sheet" are considered to be product by process limitations. Whether a product 
is patentable depends on whether it is known in the art or it is obvious, and is not 
governed by whether the process by which it is made is patentable. Therefore, these 
claims are not given patentable weight. 

Regarding claims 12-16: Burgermeister fails to disclose specific metal alloys for 
forming the stent, such as nickel-titanium, but this is a common material used for 
forming stents and is well known in the art. 

Regarding claims 28-31, Burgermeister states that the stent can be delivered by 
balloon catheter (column 5, line 10) but does not specify the location of the ends of the 
stent to the balloon shoulder. It is considered to be an obvious matter of design choice 
to change the balloon length to accommodate for a different stent length, since such a 
modification would have involved a mere change in size of a component. A change in 
size is generally recognized as being within the level or ordinaiy skill in the art. 
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Response to Arguments 

2. Applicant's arguments filed 8/3/06 have been fully considered but they are not 
persuasive. Applicant argues that the adjacent rings in the embodiment of Figures 7A 
and 7B in Burgermeister are connected peak to valley and shorten during expansion. 
As pointed out above and in the previous action, the embodiment in Figure 3A 
maintains a substantially constant length in expanded and compressed configurations 
(column 6, lines 13-24) by connecting peaks to peaks (or valleys to valleys). This stent 
has a similar basic structure to the stent disclosed in the instant application. 
Therefore, Burgermeister discloses both a configuration of interconnected rings that 
maintains its length during expansion and apertures that lengthen upon expansion. 

3. In response to applicants argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modif3dng the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill 
in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Qr. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, FischeU 
describes the advantages to a stent structure that lengthens upon expansion as 
overcoming problems with incomplete coverage of a dilated stenosis (see column 1). 
This teaching is combined with the Burgermeister stents, which include apertures that 
lengthen upon expansion. Burgermeister also suggests a stent structure that 
lengthens upon expansion in lines 50-54 of column 3. One of ordinary skill in the art 
would be motivated to combine the teaching of Fischell with the structures disclosed 
by Burgermeister to make a stent that lengthens upon expansion. 
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4. In response to applicants argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sarah K. Webb whose telephone number is (571) 272- 
4706. The examiner can normally be reached on Mon-Fri 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan T. Nguyen can be reached on (571) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-directuspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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